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DETAILED ACTION 

This communication is responsive to Amendment, filed 01/03/2005. 
Claims 33-64 are pending in this application. In the Amendment, claims 1-32 were 
cancelled, and claims 33-64 were added. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 55-64 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter, specially a software program product. Software program product 
claimed as a set of instructions to be executed by a processor per se, i.e., the descriptions or 
expressions of the program, are not physical "things," nor are they statutory processes, as they 
are not "acts" being performed. Such claimed software program product do not define any 
structural and functional interrelationships between the software program and other claimed 
aspects of the invention which permit the computer program's functional to be realized. In 
contrast, a claimed computer readable medium encoded with a computer program defines 
-stractural-and-functionaLinterrelationship s between the software program and the medium which 
permit the computer program's functionality to be realized, and is thus statutory. See MPEP 
§2106 Section IV.B.l(a). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 33-62, and 64 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beaton et al. ("Beaton", U.S. Pat. No. 6037937), and Eftekhari (Pub. No. 2002/0024505). 

Per claim 33, Beaton teaches a method for providing a user interface for an electronic 
device having a housing that includes a display, the method comprising: 

providing an input element on the housing wherein the input element is separate from the 
display (fig. 3A; keypad 330 with navigational control); 

displaying information in a foreground of the display (figs. 3A and 3B; display 340); and 

displaying a control image in a background of the display, the control image indicating a 
task to be performed by the electronic device when the control image is activated (fig. 8; col. 5, 
lines 19-26 and lines 40-54). Beaton does not teach associating the control image with the input 

element so that activation^f the input^lemeWinitM 

control image. However, Eftekhari teaches associating the control image with the input element 
so that activation of the input element initiates performance of the task indicated by the control 
image ([0017]). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to include the teaching of Eftekhari in the invention of Beaton in order to 
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allow user to easily associating a key of a handheld device with a function displayed on the 
display screen. 

Per claim 34, Beaton teaches the method of claim 33 wherein the act of associating the 
control image with the input element includes positioning the control image in the background of 
the display proximate the input element (figs. 3 A and 1 OA- 10C; navigational control on keypad 
330). 

Per claim 35, Beaton and Eftekhari teach the method of claim 33 further comprising: 

providing a plurality of input elements on the housing separate from the display (Beaton, 
fig. 3A; navigational control on keypad 330); 

displaying a plurality of control images in the background of the display (Beaton, figs. 
9A-9C; col. 40-54); and 

associating each of the control images with a different one of the plurality of input 
elements (Eftekhari, [0017]). 

Per claim 36, Eftekhari teaches the method of claim 35 wherein the act of associating 
each of the control images with a different one of the plurality of input elements includes 
positioning each of the control images in the background of the display proximate a separate one 
of the input elements ([00 17]). ' — , 

Per claim 37, Beaton teaches the method of claim 35 further comprising: 

defining a plurality of regions within the background of the display (col. 6, lines 35-43); 

and 

positioning each of the control images within one of the defined regions (fig. 9A-10C; 
col. 5, lines 40-54). 
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Per claim 38, Beaton and Eftekhari teach the method of claim 37 wherein the act of 
associating each of the control images with a different one of the plurality of input elements 
includes positioning each of the input elements proximate a separate one of the defined regions 
(Eftekhari, [0017]; and Beaton, fig. 3A; keypad 330; col. 5, lines 40-54). 

Per claim 39, Beaton teaches the method of claim 35 wherein each of the input elements 
comprise a button positioned on the housing (fig. 3A; keypad 330). 

Per claim 40, Beaton teaches the method of claim 39 wherein the electronic device 
comprises a watch (col. 4, lines 10-14). 

Per claim 41, Beaton and Eftekhari teach the method of claim 33 wherein the input 
element is a joystick, a rocker 

switch, a rotary dial, or a slide bar, and wherein the input element provides for movement in at 
least two directions, the method further comprising (Beaton, col. 1, lines 56-64): 

displaying a plurality of control images in the background of the display (Beaton, fig. 9A- 
10C; col. 5, lines 19-26 and lines 40-54); and 

associating each of the control images with a different directional movement of the input 
element (Eftekhari, [0017]). 

-perxlanir427-Beatorrteach^ 
of the control images with a different directional movement of the input element includes: 

defining a plurality of regions within the background of the display, each of the regions 
corresponding to one of the directional movements of the input element (fig. 9A-10C; col. 5, 
lines 19-26 and lines 40-54); and 
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positioning each of the control images within one of the defined regions (fig. 9 A- 10C; 
col. 5, lines 19-26 and lines 40-54). 

Per claim 43, Beaton teaches a method for inputting control signals to an electronic 
device, the electronic device having a housing and a graphical user interface that includes a 
display, the method comprising: 

providing an input element on the housing wherein the input element is separate from the 
display (fig. 3A; keypad 330 with navigational control); generating an information screen (fig. 
3A and 3B; information screen 340); generating a control screen having at least one control 
image, the control image indicating a task to be performed by the electronic device when the 
control image is activated (figs. 9A-10C; col. 5, lines 19-26, and lines 40-54); combining the 
information screen and the control screen into a composite screen such that the information 
screen and the control screen appear in an overlapping fashion (figs. 1 OA- 10C; col. 5, lines 19- 
26; col. 6, lines 25-35); and displaying the composite screen in the display (figs. 10A-10C; 
col.5, lines 19-26; col. 6, lines 25-35). 

Beaton does not teach associating the control image with the input element so that 
activation of the input element initiates performance of the task indicated by the control image. 

HWeverrEftekharrteaches associating the-controHmage-\vith-the-input-element-so-that 

activation of the input element initiates performance of the task indicated by the control image 
([0017]). Therefore, it would have been obvious to one of ordinary skill in the art at the time of 
the invention to include the teaching of Eftekhari in the invention of Beaton in order to allow 
user to easily associating a key of a handheld device with a function displayed on the display 
screen. 
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Claim 44 is rejected under the same rationale of claim 34. 

Per claim 45, Beaton teaches the method of claim 43 wherein the combining operation 
includes blending the information screen and the control screen such that the information screen 
appears in front of the control screen (figs 8 and 1 OA- 10C; col. 5, lines 19-26 and col. 6, lines 
26-35). 

Per claim 46, Beaton teaches the method of claim 43 wherein the combining operation 
includes blending the information screen and the control screen such that the control screen 
appears in front of the information screen (figs 8 and 1 OA- 10C; col. 5, lines 19-26 and col. 6, 
lines 26-35). 

Claims 47-54 are rejected under the same rationale as claims 35-42 respectively. 
Claim 55 is rejected under the same rationale as claim 43. 

Per claim 56, Beaton teaches the computer program product of claim 55 wherein the 
computer process further comprises receiving an activation signal from the input element (fig. 4 
and 5; col. 6, lines 51-63). 

Per claim 57, Beaton teaches the computer program product of claim 56 wherein the 
computer process further comprises performing the task indicated by the control image 

associa^lvitlTtH^ 

51-63). 

Claims 58 and 59 are rejected under the same rationale as claims 44 and 46 respectively. 
Claims 60-62 are rejected under the same rationale as claims 47, 49, and 50 respectively. 
Claim 64 is rejected under the same rationale as claim 52. 
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Claims 63 are rejected under 35 U.S.C. 103(a) as being unpatentable over Beaton et al. 
("Beaton", U.S. Pat. No. 6037937), Eftekhari (Pub. No. 2002/0024505), and Hoeksma (U.S. Pat. 
No. 6,271,835). 

Per claim 63, Beaton and Eftekhari teach the computer program product of claim 62, but 
do not teach the computer process further comprises loading a character set, the character set 
including a plurality of individual characters; dividing the character set into character subsets; 
representing each of the character subsets as a separate control image in the control screen; 
receiving an activation signal from one of the input elements representing a selection of one of 
the character subsets; narrowing a range of the individual characters within the character set to 
the selected character subset; and repeating the dividing, representing, receiving, and narrowing 
operations until a selection of one of the individual characters is made. 

However, Hoeksman teaches the computer process further comprises loading a character set, the 
character set including a plurality of individual characters (fig. 2; col. 2, lines 24-48; and col. 4, 
lines 1 1-26); dividing the character set into character subsets (fig. 2; col. 2, lines 24-48; and col. 
4, lines 1 1-26); representing each of the character subsets as a separate control image in the 

~controI~screen-(figr2;-eol^^ 

from one of the input elements representing a selection of one of the character subsets; 
narrowing a range of the individual characters within the character set to the selected character 
subset (fig. 2; col. 2, lines 24-48; and col. 4, lines 1 1-26); and repeating the dividing, 
representing, receiving, and narrowing operations until a selection of one of the individual 
characters is made (fig. 2; col. 2, lines 24-48; and col. 4, lines 1 1-26). Therefore, it would have 
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been obvious to one of ordinary skill in the art at the time of the invention to include the teaching 
of Hoeksma in the invention of Beaton and Eftekhari because it provides users with a clear and 
intuitive method of data input in an area of limited space. 

Response to Arguments 
Applicant's arguments with respect to the Amendment have been considered but are moot 
in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Read (U.S. Pat. No. 6,443,614) discloses wrist-worm instrument face with indicating 
icons for programming. 

Morin (Pub. No. 2002/0128837) discloses voice binding for user interface navigation 

system. 

Millington (U.S. Pat. No. 6,037,942) discloses a navigation system character input 

device. 

Chang et al. (U.S. Pat. No. 6,016,142) discloses rich chara cter set entry from a sma ll 
numeric keypad. 



Inquiries 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thanh T. Vu whose telephone number is (571) 272-4073. The 
examiner can normally be reached on Mon-Thur and every other Fri 8:30 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kristine L. Kincaid can be reached on (571) 272-4063. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



T. Vu 




